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2. This REPORT consists of a total of 8 sheets, including this cover sheet. 

3. This report is also accompanied by ANNEXES, comprising: 

a S sent to the applicant and to the International Bureau) a total of 5 sheets, as follows: 

H sheets of the description, claims andfcr drawings which have ►been amended and are |he^^1M re^ 
and/br sheets containing rectifications authorized by this Authority (see Rule 70.16 and Section 607 of the 
Administrative Instructions). 

□ sheets which supersede earlier sheets, but which this Authority considers contain an amendment that goes 
S^T^IsdbsurB in the international application as filed, as indicated in item 4 of Box No. I and the 
Supplemental Box. 

h □ (sent to the International Bureau only) a total of (indicate type and number of electronic carriers)) , containing a 
sequence related thereto, in computer readable form only, as indicated in the Supplemental 

Box Relating to Sequence Listing (see Section 802 of the Administrative Instructions). 
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S Box No. I Basis of the opinion 

□ Box No. II Priority 

□ Box No. Ill Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

□ Box No. IV Lack of unity of invention 

H Box No V Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

□ Box No. VI Certain documents cited 

□ Box No. VII Certain defects in the international application 
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Box No. I Basis of the report 



QUA MV' ■ fc^^w.w — ■ 

1 With regard to the language, this report is based on the international application in the language in whioh it was 
* filed, unless otherwise indicated under this item. 
□ This report is based on translations from the original language into the following language , 
whteh1s°he language of a translation furnished for the purposes of: 

□ international search (under Rules 12.3 and 23.1(b)) 

□ publication of the international application (under Rule 12.4) 

□ international preliminary examination (under Rules 55.2 and/br 55.3) 

report as "originally filed" and are not annexed to this report): 
Description, Pages 

^25 as originally filed 

Claims, Numbers 

1 31 received on 04.02.2005 with letter of 03.02.2005 

□ a sequence listing and/br any related table(s) - see Supplemental Box Relating to Sequence Listing 

3. □ The amendments have resulted in the cancellation of: 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheets/figs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

Supplemental Box (Rule 70.2(c)). 

□ the description, pages 

□ the claims, Nos. 

□ the drawings, sheetsAigs 

□ the sequence listing (specify): 

□ any table(s) related to sequence listing (specify): 

* If item 4 applies, some or all of these sheets may be marked "superseded." 
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Box No V Reaso ned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 



1. Statement 
Novelty (N) 

Inventive step (IS) 



Yes: Claims 2,4-12,15-20,23,24,26,27,29-31 

No: Claims 25, 28 

Yes: Claims 2.4-12,15-20,23,24 

No: Claims 26, 27, 29-31 



Industrial applicability (I A) Yes: Claims 1-31 

No: Claims 



2. Citations and explanations (Rule 70.7): 
see separate sheet 
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Re Item I 

Basis of the report 

No opinion has been established with regard to claim 1 and all claims dependent thereon. 
The reasons therefor are as follows: 

The amendments filed with the International Bureau under Article 1 9(1 ) introduce subject- 
matter which extends beyond the content of the application as filed, contrary to Art.cle 
19(2) PCT. 

As laid out under item 20.21 and in the Appendix to Chapter 20 of the PCT International^ 
Search and Preliminary Examination Guidelines, issued by the World Intellectual Property 
Organization, an amendment to the claims or the addition of a new cla.m must be 
supported by the description of the invention as originally filed. 

According to the aforementioned Appendix, a negative limitation that is added in a new 
claim or by amendment will raise a new matter issue if the subject matter be.ng excluded 
does not have support in the application as filed (A20.21[1]). 

Furthermore, a negative limitation or disclaimer with no basis in the application as filed is 
permissible where the limitation or disclaimer is added to overcome accidental ant.c.pat.on 
by a reference or to exclude parts of a claim for reasons other than novelty, such as for 
lack of industrial applicability or insufficient disclosure (A20.21[2]). 

Claim 1 introduces a disclaimer to exclude subject-matter therefrom. This exclusion is not 
supported by the description of the alleged invention as originally filed, and thus adds new 
subject-matter. Furthermore, the disclaimer having no basis in the application as filed is 
not permissible as it has not been added to overcome accidental anticipation over the pnor 
art The anticipation cannot be considered as being accidental as the document D3 (US-A- 
5 849 072) which discloses the matter excluded from present claim 1 , is in the same 
technical field as the present application and would have been known to the applicant. 

Claims 4-12, 15-20, and 23-28 have only been examined insofar as they are dependent on 
claim 2, as opposed to claim 1 or claims wholly dependent on claim 1 . 
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Re Item V 

Reasoned statement with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Reference is made to the following documents: 

D3: US-A-5 849 072 (APPLEYARD COLIN ET AL) 15 December 1998 

2. Novelty 

Document D3 discloses the formation of metal pigment dispersions for use in paints, 
lacquers or inks. The process of formation comprises milling the metal flake with a 
milling aid (crushing aid), said milling aid containing no fatty acids, fatty acid 
derivatives or white spirits, wherein the milling aid also serves as the binding agent 
for the paint, lacquer or ink. Suitable milling aids are listed in claim 1 and include 
ketones and polyesters. The metal pigment may be aluminium, copper, zinc or alloys 
thereof (claim 1). Claim 10 mentions alcohols and esters as a solvent for the crushing 
aid/binding agent employed in the process. It is possible to use further additives such 
as lubricating agents (column 3, lines 51-54). 

As the process of present claim 2 specifies that alcohols and esters are used in the 
absence of other agents in the milling fluid, said claim is novel over the process of 
D3, which does not disclose either of these as the crushing aid (Article 33(2) PCT). 

Claim 3 has not been examined as it is dependent on unallowable claim 1 . 

Claims 4-12, 15-20 and 23 are also novel, insofar as they are dependent on claim 2. 

Claims 13, 14, 21 and 22 have not been examined as they are dependent on 
unallowable claims 1 and 3. 
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Claim 24 relates to the use of alcohols and esters in the milling of a metal powder as 
claimed in claim 2 or any claim dependent thereon. As it is not seen in the prior art to 
use these in the absence of any other additives or aids, as specified in claim 2, claim 
24 is novel. 

Claims 25-31 all comprise "product-by-process" features, wherein the product is 
characterized in terms of its process of manufacture. According to Chapter 5 of the 
PCT International Search and Preliminary Examination Guidelines, issued by the 
World Intellectual Property Organization, where a claim defines a product in terms of 
the process by which the product is made, the claim as a whole is directed to a 
product and not to its method of manufacture. Such a claim lacks novelty if a prior art 
product, even if made by an undisclosed process, appears to be inherently the same 
as, or indistinguishable from, the claimed subject matter (Item 5.26). 

Where a product can only be defined by the process steps by which the product is 
made, or where the manufacturing process would be expected to impart distinctive 
characteristics on the final product, the examiner would consider the process steps in 
determining the subject of the search and assessing patentability over the prior art 
(Item 5.27). This is not the present case. 

The Appendix to Chapter 5 states that, where a claim defines a product in terms of 
the process by which the product is made, the claim should be construed as a claim 
to the product per se that possesses the characteristics derived from the 
manufacturing process stated in the claim. Therefore, the patentability of a product 
defined by a product-by-process claim does not depend on its method of production. 
A product is not rendered novel merely by the fact that it is produced by means of a 
new process. If the product in such a claim is the same as, or obvious from, a product 
described in an item of prior art, the claim is unpatentable even though the product 
described in the item of prior art was made by a different process (A5.26[1]) 

At present it is not considered that the compositions of claims 25 and 28 are novel, 
despite the fact that it is not entirely clear what are the physical characteristics 
thereof. All that is known about these compositions is that they comprise at least a 
metal powder and either an ester or an alcohol. Such products are known from the 
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prior art (see, for instance, claim 10 of D3). Furthermore, as no comparative 
examples have been presented, it is not possible to determine whether the present 
process of manufacture leads to a product having different characteristics. 

The granules and articles comprising said granules, according to claims 26, 27, and 
29-31 although not described in terms of their physical features, must be novel over 
D3 as' the prior art document concerns the manufacture of a metal flake dispersion 
and not of granules therefrom. 



3. Inventive Step 

The problem to be solved by the present application is the provision of a process for 
the preparation of a low volatility metal flake pigment. 

The applicant has convincingly argued that the process of claim 2 and its dependent 
claims 4-12, 15-20 and 23 provide a solution to the problem posed. Said claims are, 
thus, accorded with an inventive step. 

It is not thought that the granules and articles comprising said granules, according to 
claims 26, 27 and 29-31 , are inventive. As discussed under Item 2, it is thought that 
the paste of claim 25 and the ink or surface coating composition of claim 28 are 
known in the prior art. As compositions comprising a metal flake, an alcohol or ester, 
and a binding agent are known from D3 (see claim 10), it is not considered .nventive 
to add a binder to the known materials of claims 25 and 28 and form granules 
therefrom The granulation of such compositions, together with the shaping of 
particles comprising the aforementioned granules, would be an obvious procedural 
method for those skilled in the art. 



Industrial Applicability 

The process of the present application is of clear industrial applicability in the field of 
pigment production. 
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